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DETAILED ACTION 

Response to Arguments 

Applicant's arguments filed 10/20/08 have been fully considered but they are not 
persuasive. 

Regarding applicant's arguments beginning on page 8 or Remarks, the applicant 
argues that Nakano (US 6,391 ,439) does not disclose all of the claimed limitations of 
amended independent claim 1 . Specifically, the applicant argues that "Nakano lacks 
any teaching of a method of writing indication information by irradiating the surface of 
the label base layer 1 with light" and "Nakano relates to magnetization, not light 
irradiation". The Examiner respectfully disagrees. Specifically, Column 5, lines 48-55 of 
Nakano discloses that the recording medium of Nakano, including label base layer 1, is 
of a photoelectro-magnetic type disc where said type disc requires the irradiation of 
light. Therefore, Nakano discloses the limitation "wherein the indication information is 
written by irradiating light in a form of an image onto the indication layer", as recited in 
claim 1. 

Regarding applicant's arguments beginning on page 9 or Remarks, the applicant 
argues the combined teachings of Anderson et al. (Anderson)(US 6,778,205) and Araki 
et al. (Araki)(US PgPub 2003/0103762) do not disclose all of the claimed limitations of 
amended independent claim 3. In response to applicant's argument that the cited 
features disclosed b Araki are not combinable with the cited features of Anderson, the 
test for obviousness is not whether the features of a secondary reference may be bodily 
incorporated into the structure of the primary reference; nor is it that the claimed 
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invention must be expressly suggested in any one or all of the references. Rather, the 
test is what the combined teachings of the references would have suggested to those of 
ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). 
The Office Action dated 7/18/08 has provided the reasoning for such a suggestion. 

Regarding applicant's arguments beginning on page 10 or Remarks, the 
applicant argues that the combined teachings of Anderson and Anderson et al. (US 
7,145,586) do not disclose all of the claimed limitations of independent claim 6. 
Specifically, the applicant argues that Anderson et al. does not disclose "a detecting 
section detecting a difference between storage data which is stored at the storage layer 
of the recording medium, and new data which is subsequently stored; and. ..wherein the 
storing section stores. ..at the indication layer, the indication information which 
corresponds to the difference". To support this assertion, the applicant recites various 
portions of Anderson et al. that lack the disclosure of "detecting a difference" as 
claimed. However, the Examiner cites Column 7, lines 49-62 of Anderson et al. Here, 
Anderson et al. discloses when "space used or remaining on the data side of the optical 
disc changes", the "existing marking on the data side or the label side of the optical disc 
is determined". The existing marking indicates the amount of space used or remaining 
on the disc. Anderson et al. further discloses "The marking is then updated based on 
the information related to the data side of the optical disc as has been again 
determined". Thus, when information related to the data side of the optical disc is again 
determined (space used or remaining on the disc which is different from the previous 
space used or remaining on the disc), the marking is updated to reflect a difference 
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corresponding to the previous amount of space used or remaining on the disc and the 
current amount of space used or remaining on the disc. Thus, Anderson et al. does 
disclose "detecting a difference" as claimed. The Examiner believes that all of the 
applicant's arguments have been addressed. Art rejections for the claims will be 
provided below. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 2, 5, and 25 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Nakano (US 6,391,439). 

Regarding claim 1 , Nakano discloses a recording medium (see Title) comprising 
a storage layer for storing data (Figure 1, Element 8); and an indication layer for 
providing indication information relating to the stored data (Figure 1, Element 2); 
wherein said storage layer and said indication layer are coupled by lamination (Figure 1, 
Element 4 and Column 2, lines 47-50); wherein the indication information can be written 
at the indication layer, and at least a portion of the indication information which has 
been written can be rewritten (Figure 1, Element 2 and Column 2, lines 31-40 where the 
indication layer is rewritable); wherein said recording medium is substantially planar and 
circular in shape (Figure 1 , Element 8), wherein the indication information is written by 
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irradiating light in a form of an image onto the indication layer (Column 5, lines 48-55 
where indication information is written by irradiating light). 

Regarding claim 2, Nakano discloses wherein the indicator layer includes 
electronic paper (Column 2, lines 51-56). 

Regarding claim 5, Nakano discloses wherein the indication layer has a heat 
recording layer at which the indication information can be recorded and deleted by a 
heat treatment (Column 2, line 63-Column 3, line 6). 

Regarding claim 25, Nakano discloses wherein the indication information 
comprises a tree structure (Column 5, lines 46-56 where file data, title data, ect. is 
recorded in a tree structure). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3, 22-23, and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Anderson et al. (hereafter Anderson)(US 6,778,205) and in view of 
Araki et al. (hereafter Araki)(US PgPub 2003/0103762). 

Regarding claim 3, Anderson discloses a recording medium (Figure 3A) 
comprising a storage layer for storing data (Figure 3A, Element 202); and an indication 
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layer for providing indication information relating to the stored data (Figure 3A, Element 
302), wherein the indication information can be written at the indication layer, and at 
least a portion of the indication information which has been written can be rewritten 
(Column 4, lines 35-38. More specifically, phase changing material allows for areas of 
the indication layer to be rewritten); and wherein said recording medium is substantially 
planar and circuit in shape (Figure 3B). Anderson does not disclose wherein the 
indication layer has a cholesteric layer and a transparent electrode layer on a light 
absorbing layer. In the same field of endeavor, Araki discloses a light absorbing layer 
which has both a cholesteric layer and a transparent electrode (Paragraph 0106). 
Similarly, Anderson discloses a recording medium with a storage layer and an indication 
layer disposed thereon where the indication layer includes a dye or phase changing 
material. Thus, both Anderson and Araki disclose recording mediums with indication 
layers for indicating information related to the disc. The difference between Anderson 
and Araki is the type of indication layer disclosed. However, a simple substitution of 
indicating layers (i.e., substituting an indication layer of a cholesteric layer and a 
transparent electrode on a light absorbing layer in place of the writable label of 
Anderson) is well within the scope of knowledge that is known to one of ordinary skill in 
the art because the substitution results in a predictable result. More specifically, 
providing the indication layer of a cholesteric layer and a transparent electrode on a light 
absorbing layer to the recording medium of Anderson '205 results in a recording 
medium that provides a visible image perceptible to a human via the indication layer. 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the applicant's invention to provide the light absorbing layer which has both a 
cholesteric layer and a transparent electrode of Araki to the recording medium of 
Anderson, motivation being to provide a visible image on the recording medium. 

Regarding claim 22, Anderson discloses wherein the storage layer comprises 
data written in at least one of magnetic and optical form (Figure 1 ). 

Regarding claim 23, Araki discloses wherein the storage layer is read electrically 
(Figure 17). 

Regarding claim 26, Anderson discloses wherein the indication information 
comprises a tree structure (Column 1, lines 31-44 where file data, title data, ect. is 
recorded in a tree structure). 

Claims 6-7, 9-10, 14-19, 21, and 27-29 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Anderson et al. (hereafter Anderson)(US 6,778,205) and in 
view of Anderson etal. (US 7,145,586). 

Regarding claim 6, Anderson discloses a data writing device (Figure 1) to a 
recording medium having a storage layer for storing data (Figure 3A, Element 300), and 
an indication layer for providing indication information relating to the stored data (Figure 
3A, Element 202), the device comprising: a storing section storing data at the storage 
layer of the recording medium (Figure 1, Element 100, 108, and 112a); and a writing 
section writing, at the indication layer, the indication information which relates to the 
stored data and which is for indication at the recording medium (Figure 1, Elements 
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100, 108, and 112a). Anderson does not disclose a detecting section detecting a 
difference between storage data which is stored at the storage layer of the recording 
medium, and new data which is to be subsequently stored; and a generating section 
which, on the basis of results of detection of the detecting section, generates detection 
data regarding the difference between the data stored at the storage layer and the new 
data which is to be subsequently stored, and generates indication information which 
corresponds to the difference, wherein the storing section stores, at the storage layer, 
the detection data regarding the difference, and the writing section writes, at the 
indication layer, the indication information which corresponds to the difference. In the 
same field of endeavor, Anderson et al. disclose a detecting section detecting a 
difference between storage data which is stored at the storage layer of the recording 
medium, and new data which is to be subsequently stored; and a generating section 
which, on the basis of results of detection of the detecting section, generates detection 
data regarding the difference between the data stored at the storage layer and the new 
data which is to be subsequently stored, and generates indication information which 
corresponds to the difference, wherein the storing section stores, at the storage layer, 
the detection data regarding the difference, and the writing section writes, at the 
indication layer, the indication information which corresponds to the difference (Figure 6 
and Column 6, line 9-Column 8, line 3). 

It would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to provide the label updating means Anderson et al. to the data 
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writing device of Anderson, motivation being to accurately display the most current data 
stored on the medium. 

Regarding claim 7, Anderson discloses wherein the indication information can be 
written at the indication layer, and at least a portion of the indication information which 
has been written can be rewritten (Figure 3A, Element 302 and Column 4, lines 35-38. 
More specifically, phase changing material allows for areas of the indication layer to be 
rewritten). 

Regarding claim 9, Anderson et al. disclose wherein the storing section also 
stores the indication information at the storage layer (Figure 6, Element 606). 

Regarding claim 10, Anderson discloses a data memory section for storing the 
stored data and the indication information (Figure 1, Element 110 and Column 3, lines 
56-65. Here, Anderson discloses that logic (Figure 1, Element 110) may include a 
combination of hardware, firmware, and/or software). 

Regarding claim 14, Anderson et al. disclose wherein the storing section also 
stores, at the storage layer, the indication information which corresponds to the 
difference (Figure 6, Element 614). 

Regarding claim 15, Anderson et al. disclose a data memory section storing the 
stored data and the indication information which corresponds to the difference between 
the data stored at the storage layer and the new data (Figure 7. Memory is inherently 
provided within). 
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Method claim 16 is drawn to the method of using the corresponding apparatus 
claimed in claim 6. Therefore method claim 6 corresponds to apparatus claim 6 and is 
rejected for the same reasons of obviousness as used above. 

Regarding claim 17, Anderson discloses wherein said indication information is 
generated according to a manner of indication received from an external source 
(Column 1, lines 31-35). 

Regarding claim 18, Anderson discloses wherein said external source is a user 
(Column 1, lines 31-35). 

Regarding claim 19, Anderson et al. disclose writing said indication information to 
said storage layer of said storage medium (Figure 6, Element 606). 

Regarding claim 21, Anderson discloses wherein said storage medium is 
substantially planar and circular in shape (Figure 3A). 

Regarding claims 27 and 28, Anderson et al. discloses wherein the indication 
information comprises a tree structure (Figures 4A-4B where file data, title data, ect. is 
recorded in a tree structure). 

Regarding claim 29, Anderson et al. discloses wherein the indication information 
comprises a place to be changed and content of the change of the storage data 
(Figures 2A-2D). 

Claims 8 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Anderson and Anderson et al., as applied to claims 6-7, 9-10, 14-19, 21, and 27-29 
above, and in further view of Nakano (US 6,391 ,439). 
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Regarding claims 8 and 20, Anderson and Anderson et al. do not disclose 
wherein the indication layer includes electronic paper. In the same field of endeavor, 
Nakano discloses an indication layer which includes electronic paper (Column 2, lines 
51-56). 

It would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to provide electronic paper of Nakano to the indication layer of 
Anderson and Anderson et al., motivation being to provide a clearly viewable image or 
text on the indication layer. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Tamaoki et al. (US 6,197,460) disclose a rewritable heat 
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sensitive, color image recording medium and image recording method using the same. 
Taira et al. (US 5,809,003) discloses an optical disk and optical information reproducing 
apparatus. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to THOMAS D. ALUNKAL whose telephone number is 
(571 )270-1 1 27. The examiner can normally be reached on M-F 7:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wayne Young can be reached on (571)272-7582. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Thomas D Alunkal/ 
Examiner, Art Unit 2627 

/Wayne Young/ 

Supervisory Patent Examiner, Art Unit 2627 



